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DETAILED ACTION 

Information Disclosure Statement 

1. The listing of references in the specification is not a 
proper information disclosure statement. 37 CFR 1.98(b) 
requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP 
§ 609 A(l) states, "the list may not be incorporated into the 
specification but must be submitted in a separate paper.' 1 
Therefore, unless the references have been cited by the examiner 
on form PTO-8 92, they have not been considered. 

The references listed on page 2, lines 26-28 and page 7, 
lines 7-9 of the specification are clearly considered relevant 
by Applicant and should be appropriately listed in a proper 
Information Disclosure Statement. 

Drawings 

2. The drawings are objected to as failing to comply with 37 
CFR 1.84(p)(5) because they include the following reference 
character (s) not mentioned in the description: "101" in figure 
1. Corrected drawing sheets in compliance with 37 CFR 1.121(d), 
or amendment to the specification to add the reference 
character (s) in the description in compliance with 37 CFR 
1.121(b) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is 
being amended. The replacement sheet (s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1.84(c)) 
so as not to obstruct any portion of the drawing figures. If the 
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changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the 
next Office action. The objection to the drawings will not be 
held in abeyance. 

Specification 

3. The abstract of the disclosure is objected to because the 

phrase "the images is divided into area" is incorrect grammar 
and also conflicts with the rest of the sentence since there are 
multiple areas. Correction is required. See MPEP § 608.01(b). 

4. The disclosure is objected to because of the following 
informalities : 

It is replete with spelling and grammatical errors. Some 
examples include : 

On page 1, line 28, "is direct to providing an providing an 
improved lable" should be modified to read "is directed to 
providing an improved label". 

On page 4, line 29, "week grid signal" should be modified 
to read "weak grid signal". 

There are many other instances of spelling and grammatical 
errors in the specification. Applicant is advised to carefully 
review the specification to correct these errors. 

Appropriate correction is required. 

Claim Objections 

5. Claims 2-7, 9-14 and 16 objected to because of the 
following informalities : 

Claims 2-7, 9-14 and 16 all contain the phrase "recited in 
claim X wherein", where X is an associated claims number. The 
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phrases should be written "recited in claim X, wherein", where X 
is said associated claim number, in order to put the claim 
language into the proper form. 

Appropriate correction is required. 

6. Claims 1, 8, 15 and 17 are objected to because of the 
following informalities: 

Claims 1, 8, 15 and 17 are not formatted properly. There 
should be the word "and" after the last semi-colon and before 
the last element of the method or system. For example, lines 7 
and 8 of claim 1 should read: 

"reading the digital watermark data from each area of said 
second image; and 

determining the quality of the printing from the acquired 
digital watermark data." 

A portion of claim 1, line 1 should be modified from 
"correctly comprising" to "correctly, comprising". 

A portion of claim 8, line 1 should be modified from "image 
comprising" to "image, comprising". 

A portion of claim 15, line 3 should be modified from 
"system comprising," to "system comprising:". 

The current wording of claim 17 is confusing, but it is 
assumed by Examiner that the intended phrasing of claim 17, line 
3 is "multiple areas of said image, said system comprising:" 
since after "multiple areas of said image," a plurality of 
different means are listed. 

Appropriate correction is required. 

7. Applicant is advised that should claim 10 be found 
allowable, claim 11 will be objected to under 37 CFR 1*75 as 
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being a substantial duplicate thereof. When two claims in an 
application are duplicates or else are so close in content that 
they both cover the same thing, despite a slight difference in 
wording, it is proper after allowing one claim to object to the 
other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03 (k) . 

Claim 10 recites "[t]he method recited in claim 8 wherein 
said watermark comprises a grid signal" and claim 11 recites 
"[t]he method recited in claim 8 wherein said watermark includes 
a grid signal. " However , comprises and includes are both 
considered open language. Therefore, claim 10 and claim 11 
recite identical subject matter, even though the wording is 
slightly different. 

Claim Rejections - 35 USC § 112 

8. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the 
applicant regards as his invention. 

9. Claim 1-16 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 recites the "determining the quality of the 
printing from the acquired digital watermark data." Claim 8 
recites "determining the quality of the printing from the 
acquired digital watermark data." Claim 15 recites "examining 
the magnitude of watermark information to determine the quality 
of said printing." However, said "quality" is subjective 
depending upon which criteria are considered important to the 
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user. Which aspects of the printed document are considered 
important to quality? Is the level of Moire considered 
important to quality? Is the level of aliasing considered 
important to quality? Further, regarding claims 1 and 8, what 
measurements from the digital watermark data are used to 
determine quality? Regarding claim 15, "magnitude of watermark 
information" is vague. What is specifically meant by "magnitude 
of watermark information"? Is it the magnitude of the grayscale 
components of the watermark? Is it the number of pixels that 
are read in the watermark data? Considering all of these 
issues, it is clear that claims 1, 8 and 15, as currently 
written, fail to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Further, claim 8 recites the limitation "said first image" 
in line 2 of the claim. There is insufficient antecedent basis 
for this limitation in the claim. 

Further, claim 15 recites the limitation "said printing" in 
lines 7-8 of the claim. There is insufficient antecedent basis 
for this limitation in the claim. 

Claims 2-7 are dependent upon claim 1. Claims 9-14 are 
dependent upon claim 8. Claim 16 is dependent upon claim 15. 
Since claims 1, 8 and 15 are rejected under 35 U.S.C. 112, 2 nd 
paragraph, claims 2-7, claim 9-14, and claim 16 are also 
rejected under 35 U.S.C. 112, 2 nd paragraph, since said claims 
contain inter alia all of the limitations of their associated 
parent claim. 

10. Claims 5 and 17-18 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
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out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 5 recites "if said digital watermark does not meet 
certain criteria." Claim 17 recites "the quality of said labels 
is unacceptable if the watermark data read from each area of 
said image does not meet specified criteria." What "criteria" 
are being referred to? The claim does not point this out and 
"criteria" can be many different things, such as the size of the 
watermark, the grayscale level of the watermark, the histogram 
distribution of the density values of the watermark, among many 
other possible criteria. Therefore, applicant fails to 
particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claim 18 is also 
rejected under 35 U.S.C. 112, 2 nd paragraph since claim 18 is 
dependent upon claim 17, and therefore comprises all of the 
limitations of claim 17. 

11. Claims 15-16 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 15 specifically recites a system comprising (1) an 
image capture device, (2) a watermark reading program, and (3) 
examining the magnitude. (1) is a structural element of the 
system and is therefore properly recited. (2) is a program, but 
there is not structural element, such as a computer processor 
with an computer- readable medium for storing said program, in 
which said program is physically embodied. It is therefore 
indeterminate as to how (2) is structurally a part of the 
system. (3) is not a structural element, but is a method step 
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that is not embodied in any form in the system. For the system 
to patentably distinguish over the prior art, said system must 
be structurally different. 

Further, due to the manner in which claim 15 is written, it 
is ambiguous as to whether (3) is a method step that is supposed 
to be performed by the program (2) , or is a method step that is 
to be performed by some means that is not currently recited in 
claim 15 . 

Claim 16 is indeterminate since it is dependent on claim 
15, and therefore comprises all of the limitations of claim 15. 

For all of the above reasons, claims 15 and 16 are deemed 
indeterminate and fail to particularly point out and distinctly 
claim the subject matter which applicant regards as the 
invention . 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action : 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of this 
title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the 
invention was made. 

13. Claims 1-3 and 5-18 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Cox (US Patent 5,915,027) in view of 
Austin (US Patent 5,488,223). 

Regarding claim 1: Cox discloses digitally watermarking an 
image (column 5, lines 10-12 of Cox), said watermark being 
redundantly applied in multiple areas of said image (figure 2 
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and column 5, lines 19-24 of Cox) . A portion of a watermark is 
itself a watermark and is applied redundantly in multiple areas 
of the image (column 5, lines 19-24 of Cox) . 

Cox further discloses outputting said image (figure 
2 ("watermarked data") and column 5, lines 32-34 of Cox); 
acquiring a second image of the watermarked image data (figure 
4 ("watermarked data") and column 5, line 65 to column 6, line 4 
of Cox) ; and reading the digital watermark from each area of 
said second image (column 6, lines 3-10 of Cox) . 

Cox does not disclose expressly printing said image on a 
carrier; that said second image is acquired from the image 
printed on said carrier; and determining the quality of the 
printing from the acquired digital watermark data. 

Austin discloses printing an image on a carrier (column 7, 
lines 15-19 of Austin); acquiring a digital image (column 7, 
line 66 to column 8, line 1 of Austin); and determining the 
quality of the printing from digital data that has been acquired 
(column 8, lines 1-3 and lines 6-7 of Austin) . 

Cox and Austin are combinable because they are from the 
same field of endeavor, namely printing, reading, and processing 
digital image data. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to print 
an image on a carrier, such as a label, and then scan the 
resultant image and inspect the image for quality, as taught by 
Austin, wherein said image is the watermarked digital image 
taught by Cox. The motivation for doing so would have been to 
ensure quality and therefore determine if the print parameters 
need to be adjusted (column 8, lines 3-6 of Austin)- Therefore, 
it would have been obvious to combine Austin with Cox to obtain 
the invention as specified in claim 1. 
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Regarding claim 8: Cox discloses digitally modifying a 
first image to embed a digital watermark in said first image 
(column 5, lines 10-12 of Cox); outputting said first image 

(figure 2 ( "watermarked data") and column 5, lines 32-34 of Cox); 
acquiring a second image of the watermarked image data (figure 
4 ("watermarked data") and column 5, line 65 to column 6, line 4 
of Cox) ; and reading said watermark from said second image to 
generate watermark data (column 6, lines 3-7 and lines 20-23 of 
Cox) . 

Cox does not disclose expressly printing said first image 
onto a carrier to create a printed image; that said second image 
is acquired from the image printed on said carrier; and 
determining the quality of said printing from said watermark 
data, 

Austin discloses printing an image on a carrier to create a 
printed image (column 7, lines 15-19 of Austin); acquiring a 
digital image (column 7, line 66 to column 8, line 1 of Austin); 
and determining the quality of the printing from digital data 
that has been acquired (column 8, lines 1-3 and lines 6-7 of 
Austin) . 

Cox and Austin are combinable because they are from the 
same field of endeavor, namely printing, reading, and processing 
digital image data. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to print 
an image on a carrier, such as a label, and then scan the 
resultant image and inspect the image for quality, as taught by 
Austin, wherein said image is the watermarked digital image 
taught by Cox. The motivation for doing so would have been to 
ensure quality and therefore determine if the print parameters 
need to be adjusted (column 8, lines 3-6 of Austin) . Therefore, 
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it would have been obvious to combine Austin with Cox to obtain 
the invention as specified in claim 8 . 

Regarding claim 15: Cox discloses a system (figure 4 of 
Cox) comprising an image capture device (figure 4 ("watermarked 
data") of Cox) for acquiring a second image of an image (column 
5, line 65 to column 6, line 4 of Cox) . Since the data is read 
into said system, some form of image capture device is inherent. 

Cox further discloses a watermark reading program (figure 
4(42) of Cox) for reading watermark information from each of a 
plurality of areas of said second image (column 6, lines 3-10 of 
Cox) ; and examining the magnitude of watermark information 
(column 6, lines 15-20 of Cox) . Performing correlation and 
decision operations on the watermark data in order to identify 
the watermarked character (column 6, lines 15-10 of Cox) 
requires in part an examination of the magnitude. Without 
sufficient magnitude of the watermark data, it is not possible 
to determine the symbol that has been watermarked. 

Cox does not disclose expressly that said second image is 
acquired from a printed image; and that said watermark 
information is examined to determine the quality of said 
printing . 

Austin discloses acquiring a digital image from a printed 
image (column 7, line 66 to column 8, line 1 of Austin) ; and 
determining the quality of the printing from digital data that 
has been acquired (column 8, lines 1-3 and lines 6-7 of Austin) . 

Cox and Austin are combinable because they are from the 
same field of endeavor, namely printing, reading, and processing 
digital image data. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to scan a 
printed image and inspect the image for quality, as taught by 
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Austin, wherein said image is the watermarked digital image 
taught by Cox. The motivation for doing so would have been to 
ensure quality and therefore determine if the print parameters 
need to be adjusted (column 8, lines 3-6 of Austin) . Therefore, 
it would have been obvious to combine Austin with Cox to obtain 
the invention as specified in claim 15. 

Regarding claim 17: Cox discloses a system (figure 4 of 
Cox) comprising means (figure 4 ("watermarked data") of Cox) for 
acquiring an image (column 5, line 65 to column 6, line 4 of 
Cox) . Since the data is read into said system, some form of 
image capture device is inherent. 

Cox further discloses means (figure 4(42) of Cox) for 
reading watermark data from each area of said image (column 6, 
lines 3-10 of Cox); and means (figure 4 (44 (a, b, ...) ) of Cox) for 
examining said watermark data in each area of said image (column 
6, lines 15-20 of Cox) . 

Cox does not disclose expressly that said acquired image is 
an image of printed labels after said labels have been printed; 
and means for indicating that the quality of said labels is 
unacceptable if the watermark data read from each area of said 
image does not meet specified criteria. 

Austin discloses acquiring an image of printed labels 
(figure 3b and column 7, lines 56-59 of Austin) after said 
labels have been printed (column 7, line 66 to column 8, line 1 
of Austin); and means (figure 2a(102) of Austin) for indicating 
that the quality of said labels is unacceptable if the image 
data read from said labels does not meet specified criteria 
(column 8, lines 1-3 and lines 6-7 of Austin) . 

Cox and Austin are combinable because they are from the 
same field of endeavor, namely printing, reading, and processing 
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digital image data. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to scan 
printed labels and inspect said labels for quality, as taught by 
Austin, wherein said labels have a watermarked digital image 
printed upon them, as taught by Cox. Since each area of 
watermark data is read (column 6, lines 15-20 of Cox) and used 
to form a larger watermark image (column 6, lines 20-22 of Cox), 
then each area of watermark data would be inspected for quality. 
The motivation for doing so would have been to ensure quality 
and therefore determine if the print parameters need to be 
adjusted (column 8, lines 3-6 of Austin) . Therefore, it would 
have been obvious to combine Austin with Cox to obtain the 
invention as specified in claim 17. 

Regarding claims 2, 10, 11, 16 and 18: Cox discloses that 
said digital watermark includes a grid signal (figure 5 and 
column 8, lines 36-40 of Cox). The watermarks are arranged in 
8x8 blocks on a grid (figure 5 and column 8, lines 36-3 7 of 
Cox) , and embedded in the image using their computed two- 
dimensional DCT coefficients (column 8, lines 37-40 of Cox). 
The set of DCT coefficients computed for the 8x8 block grid 
watermark image separations (column 8, lines 36-40 of Cox) is 
the grid signal of the digital watermark. 

Regarding claims 3, 9 and 13: Cox does not disclose 
expressly that said carrier is a label. 

Austin discloses printing on a carrier, wherein said 
carrier is a label (figure 3b and column 7, lines 56-59 of 
Austin) . 

Cox and Austin are combinable because they are from the 
same field of endeavor, namely printing, reading, and processing 
digital image data. At the time of the invention, it would have 
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been obvious to a person of ordinary skill in the art to print 
said watermarked image on a label. The motivation for doing so 
would have been labels can be used as another form of data 
storage and entry (column 4, lines 3-5 of Austin) . Therefore, 
it would have been obvious to combine Austin with Cox to obtain 
the invention as specified in claims 3, 9 and 13. 

Regarding claim 5: Cox does not disclose expressly that 
said label is rejected if said digital watermark data does not 
meet certain criteria. 

Austin discloses rejecting said labels if the image data 
read from said labels does not meet certain criteria (column 8, 
lines 1-3 and lines 6-7 of Austin) . 

Cox and Austin are combinable because they are from the 
same field of endeavor, namely printing, reading, and processing 
digital image data. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art inspect 
said labels for quality and reject said labels if certain 
criteria are not met, as taught by Austin, wherein said labels 
have a watermarked digital image printed upon them, as taught by 
Cox. The motivation for doing so would have been to ensure 
quality and therefore determine if the print parameters need to 
be adjusted (column 8, lines 3-6 of Austin). Therefore, it 
would have been obvious to combine Austin with Cox to obtain the 
invention as specified in claim 5. 

Regarding claim 6: Cox discloses examining the watermark 
data in each area of the watermarked image (column 6, lines 15- 
20 of Cox) . 

Cox does not disclose expressly that the quality is deemed 
unacceptable if digital watermark data cannot be read from each 
area of said second image. 
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Austin discloses deeming the quality unacceptable if the 
image data read from said labels does not meet specified 
criteria (column 8, lines 1-3 and lines 6-7 of Austin). If the 
labels cannot be read, then they clearly will not be able to 
meet any specified criteria. 

Cox and Austin are combinable because they are from the 
same field of endeavor, namely printing, reading, and processing 
digital image data. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art inspect 
said labels for quality, as taught by Austin, wherein said 
labels have a watermarked digital image printed upon them, as 
taught by Cox. Since each area of watermark data is read 
(column 6, lines 15-20 of Cox) and used to form a larger 
watermark image (column 6, lines 20-22 of Cox), then each area 
of watermark data would be inspected for quality. Therefore, 
each area must be able to be read in order for the quality to be 
d eeme d acceptable. Otherwise, the smaller watermark images 
cannot be combined into the larger watermark image. The 
motivation for doing so would have been to ensure quality and 
therefore determine if the print parameters need to be adjusted 
(column 8, lines 3-6 of Austin). Therefore, it would have been 
obvious to combine Austin with Cox to obtain the invention as 
specified in claim 6. 

Regarding claim 7: The arguments regarding claim 6 are 
incorporated herein. Cox discloses that the watermarks are 
arranged in 8x8 blocks on a grid (figure 5 and column 8, lines 
36-37 of Cox), and embedded in the image using their computed 
two-dimensional DCT coefficients (column 8, lines 37-40 of Cox) . 
The set of DCT coefficients computed for the 8x8 block grid 
watermark image separations (column 8, lines 36-40 of Cox) is 
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the grid signal of the digital watermark. Said DCT coefficients 
must be able to be read in order for the watermark to be read 
since said DCT coefficients are the representation of said 
watermark signal. Therefore, if the grid signal cannot be read 
from each area of said image, then the quality must be deemed 
unacceptable . 

Regarding claim 12: Cox discloses that said watermark is 
redundantly embedded in multiple areas of said image (figure 2 
and column 5, lines 19-24 of Cox) . A portion of a watermark is 
itself a watermark and is applied redundantly in multiple areas 
of the image (column 5, lines 19-24 of Cox) . 

Regarding claim 14: The arguments regarding claim 6 are 
incorporated herein. If said watermark cannot be read from at 
least one area of said label, then clearly said watermark cannot 
be read from each area of said label. Therefore, the quality 
will be deemed unacceptable, and therefore rejected, if said 
watermark cannot be read from at least one area of said label. 

14. Claim 4 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cox (US Patent 5,915,027) in view of Austin 
(US Patent 5,488,223) and Jain (US Patent 5,249,053). 

Regarding claim 4: Cox in view of Austin does not disclose 
expressly that said second image is acquired using a digital 
camera. 

Jain discloses acquiring an image with a digital camera 
(column 5, lines 40-44 of Jain) . 

Cox in view of Austin is combinable with Jain because they 
are from the same field of endeavor, namely digital image data 
processing. At the time of the invention, it would have been 
obvious to a person of ordinary skill in the art to use a 
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digital camera to acquire said second image. The motivation for 
doing so would have been that a digital camera is f ilmless and 
therefore directly stores the data digitally (column 1, lines 
15-21 of Jain) , which is useful for the watermarking device 
taught by Cox since the watermarked data is input into said 
watermarking device digitally (figure 4 ("watermarked data") of 
Cox) . Therefore, it would have been obvious to combine Jain 
with Cox in view of Austin to obtain the invention as specified 
in claim 4 . 

Conclusion 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to James A 
Thompson whose telephone number is 703-305-6329, The examiner 
can normally be reached on 8 : 3 0AM- 5 : 0 0PM . 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, David K Moore can be 
reached on 703-308-7452. The fax phone number for the 
organization where this application or proceeding is assigned is 
703-872-9306 . 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR . Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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